Part III Essay: 50 Points

Simple Simon is an engineer who loves to play tennis.  Like so many people, Simple can become frustrated because each time he plays tennis, he has to open a new can of balls.  It occurred to Simple that an invention that enabled tennis balls to hold their pressure for more than one day would have market value.  One marketed solution is a can with a hand pump, but serious tennis players knew that generally the balls came out over-pressurized or under-pressurized.  Other contraptions, such as screw-down ball pumps, had been tried, but also failed to achieve the desired consistency and therefore few were sold.

Simple began his work on inventing a pressurized can for tennis balls in 1999.  After three years of hard work, Simple felt that he was nearly successful in completing his invention.  His invention was a variable pressurized can, which Simple called the VarPreCan.  VarPreCan relies on the Humpadacious Equation to continually maintain optimal can pressure so that the balls can achieve their appropriate internal pressure.  Sensors continuously read the internal pressure of the ball and the temperature inside the can.  These data are then fed into a computer chip that computes the optimal can pressure value according to the Humpadacious Equation.  Pressure is regulated in conformity with this computed value via a small gas canister and a release valve.

During the past three years, Simple conducted experiments to invent and improve VarPreCan in his garage.  As it became increasingly evident that Simple would be successful, he hired several employees to assist in production and marketing.  Simple’s production manager was Red Neckerson while he hired Sally Winderman as his chief of marketing.  As Simple continued to make improvements to VarPreCan he realized that it would be prudent to protect his inventions from disclosure.  First, Simple incorporated and formed a company called “TenyseBalzz”.  Although both Red and Sally were his friends, Simple asked them sign non-disclosure agreements (NDAs).  Red was hurt, but signed the NDA.  Sally claimed all that mechanical stuff was too complicated for her comprehend and so there was no need for her to sign anything.  Simple did not push the issue.

Simple had heard that Wilson Sporting Goods has been working on a solution to the problem of keeping tennis balls properly pressurized also, and that its solution may be similar.  Wilson Sporting Goods Company was by far the largest manufacturer of tennis equipment.  Simple told Red to go to a trade show that featured the latest in new sports contraptions.  At the trade show, Red sought out executives from the Wilson Sporting Goods Company and bought drinks freely.  One of Wilson’s newest executive hires, Sherry Bowls, was among the first females to be hired at Wilson in a managerial position.  Red was a veteran of trade shows and knew how to “nurse” drinks and not become inebriated.  Unfortunately, Sherry was not so experienced and in addition to believing Red when he told her he loved her, she discussed at length Wilson’s progress on inventing a pressurized can that could maintain and restore the proper pressure to tennis balls.  In addition to pressurization, according to Sherry, Wilson’s invention had a gauge that adjusted for altitude and automatically reduced internal tennis ball pressure at higher altitudes.  

After Red extracted the last bit information from Sherry, he told her that he suspected that she had deliberately seduced him and that he was going to his church for some spiritual guidance.  After leaving Sherry, Red immediately called Simple and told him about Wilson’s plans and their progress.  Upon hearing this news, Simple told Sally to organize a charity tennis event.  Knowing that Don Imus, the famed radio host, operated a ranch for children with cancer, Sally contacted him and reminded Imus that he “owed” her for not revealing some of Imus indiscretions that took place a few years ago.  Although Imus often reminded his audience that he was a recovering alcoholic and ex-drug abuser, he did not want his three-day relapse, witnessed by Sally a few years ago, to be publicized and agreed to host the event at his ranch.  

The tennis tournament took place in December of 2002 in New Mexico and was called The Celebrity Pro-Am Tennis Tournament for Kids with Kancer. Simple distributed tennis balls for the participants, some of whom included current and former professional tennis players.  Professional tennis players are hypersensitive to changes in the pressure of tennis balls and indeed replace the tennis balls they are playing with several times during in professional matches.  After the first day of play, Simple took all of the tennis balls, even the ones that had been discarded, and put them in VarPreCan containers.  The next day Simple used the same tennis balls and there were no complaints about the pressure of the balls, even among the professionals.  After the tournament, Simple directed Red to poll the participants as to their experience at the tournament, and, of course, asked them about whether the tennis balls used at the tournament met professional standards.  Red insisted upon conducting some in-depth “personal” interviews with a few of the participants, including Anna Kournikova.  When Red told several participants, including Kournikova, that the balls they used the first day were repressurized and used the second day of the tournament, there was real interest in the product because virtually all of the professional tennis players operated tennis camps where a major expense was tennis balls.  

In January of 2004, Simple applied for three patents:

1. A patent on the process of repressurizing tennis balls that made use of the Humpadacious Equation to achieve the desirable results.  Pressure is regulated in conformity with computed values of the Humpadacious Equation via a small gas canister and a release valve.

2. The actual product itself that accomplished repressurization.  [As stated above, the Simple called the product, VarPreCan].  

3. Use of the Humpadacious Equation for any other repressurization of athletic balls, including volley balls, soccer balls, footballs, basketballs, and any other balls that required inflation to air pressure within a narrow range.  

Shortly thereafter, Wilson applied for a patent based on an altitude adjustable repressurization product that it named, Reincarnation.  The Wilson Company product, Reincarnation, accomplished repressurization through by an adapter that could be attached to an automobile tire and thus did not required a gas canister, but it did require a release valve.  Reincarnation made use of the Humpadacious Equation, but it also adjusted for altitude and reduced pressure at higher altitudes.  

Simple’s company, TenyseBalzz, was a small North Carolina company.  At the time (December 2002) that it sponsored the Kids with Kancer tournament, it had had no out of state activity.  TenyseBalzz had contacted several professional tennis players, most of whom lived in Florida and California, and made its pitch for them to attend and help the kids at the Imus Ranch.  Sally prevailed upon Don Imus to publicize the tournament.  TenyseBalzz established a website (www.TenyseBalzz .com) that publicized the Kids with Kancer tournament.   In February of 2004, the TenyseBalzz website began taking orders for VarPreCans.  On February 21, 2004 the Wilson Sporting Goods Company filed suit in California seeking a Declaratory Judgment against TennisBalls that its patent applications were all invalid.  At the time of the suit, total sales to California residents had totaled less than $100, but there were no notices on the website that California residents were unqualified to place orders. 

In March of 2004, Sally quit her job with TenyseBalzz and went to work for the Wilson Sporting Goods Company.  Although she had refused to sign the NDA while at TenyseBalzz, she had agreed to a covenant not to compete, which prevented her from working at another sporting goods manufacturer for a period of two years anywhere that TenyseBalzz had made sales.  Although Red suggested that he could get her kneecapped for far less than Simple’s attorneys were charging, Simple, through his attorney, filed for a temporary restraining order (TRO) to prevent Sally from working for Wilson.  Simple claimed that Sally was in possession of his marketing strategy for the rest of 2004.    

You are a young attorney with training in IP law.  Simple comes into your office, practically in tears, and asks you for your advice.  From the hypothet above, identify five legal issues, state the appropriate rules of law for each and give me a conclusion as though you were the judge in the case.  DO NOT REPEAT THE FACTS at the beginning of your answers, but you may want to cite facts to support your conclusions.  Good luck!

